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DETAILED ACTION 
Claim Objections 

Claims 1-2 are objected to because of the following informalities: In claim 1, after 
"institution", the semicolon should be a comma. In claim 2, after "charity", the semicolon 
should be a comma. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-3 and 9-14 are rejected for the following reasons: 

In claim 1, "name", "reverse side", and "checks" lack antecedent basis. 
In claim 2, "name" and "reverse side" lack antecedent basis. 
In claim 3, "identity" lacks antecedent basis. 

In claim 9, "identity", "payee", "drawee", and "payor's bank account" lack 
antecedent basis. 

Claims 10-12 are rejected for their dependency upon claim 9. 
In claim 13, "back side" lacks antecedent basis. 
In claim 14, "side" lacks antecedent basis. 

Claim Rejections • 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claims 1-12 are rejected under 35 U.S.C. § 101 because the claimed invention is directed 
to non-statutory subject matter. 

35 USC 101 requires that in order to be patentable the invention must be a "new and 
useful process, machine, manufacture, or composition of matter, or any new and useful 
improvement thereof 1 (emphasis added). 

Claims 1 and 3-12 are rejected under 35 U.S.C. § 101 because; the claimed invention is 
directed to a non-statutory subject matter. Specifically the method claims as presented do not 
claim a technological basis in the pre-amble and the body of the claim. Without a claimed basis, 
the claim may be interpreted in an alternative as involving no more than a manipulation of an 
abstract idea and therefore non-statutory under 35 U.S.C. 101 . In contrast, a method claim that 
includes in the body of the claim structural / functional interrelationship which can only be 
computer implemented is considered to have a technological basis [See Ex parte Bowman, 61 
USPQ2d 1669, 1671 (Bd. Pat. App. & Inter. 2001) - used only for content and reasoning since 
not precedential]. 

In order to over come the 101 rejection above, the following preamble is suggested: 
"A computer implemented method for — or something similar. Also, in the body of the claim 
include structural / functional interrelationship which can only be computer implemented. 

Claim 2, claims a system. However, the preamble and the body of the claim do not 
indicate that the system is may be executed on a computer. Appropriate correction is required. 

In order to over come the 101 rejection above, the following preamble is suggested: 
" a system executed using a computer — or something similar. Also, in the body of the claim 
include structural / functional interrelationship which can only be computer executable. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 3-14 are rejected under 35 U.S.C. 102(b) as being anticipated by Katz 
(5,801,365). 

Katz discloses a fund raising method and corresponding system utilizing special 
issue checks comprising issuing to consumers a negotiable philanthropy check having a 
fixed monetary value, the payor of said check being a charitable institution, filling in by 
the consumer or by any recipient who receives the philanthropy check originally issued 
to said consumer, the name of a second charitable institution as drawee of said 
philanthropy check, and comparing the identity of said drawee with a list of qualified 
charities before the philanthropy check is honored by the drawee of said philanthropy 
check (col.3, line 35 to col.4, line 14; col.5, line 40 to col.6, line 44; and fig.2-all); issuing 
to consumers a negotiable philanthropy check having a fixed monetary value, the payor 
of said check being a charitable institution and filling in by the consumer or by any 
recipient who receives the philanthropy check originally issued to said consumer, the 
name of a second charitable institution as drawee of said philanthropy check (col.3, line 
35 to col.4, line 14; col.5, line 40 to col.6, line 44; and fig.2-all); comparing the identity of 
the payee of a philanthropy check said drawee with a list of qualified charities before the 
philanthropy check is honored by the drawee of said philanthropy check and funds are 
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withdrawn from the payor's bank account (col.3, line 35 to col.4, line 14; col. 5, line 40 to 
col.6, line 44; and fig.2-all); comparing is performed by both the payor and the drawee 
(col.3, line 35 to col.4, line 14; col.5, line 40 to col.6, line 44; and fig.2-all); comparing is 
substantially performed by the payor (col.3, line 35 to col.4, line 14; col.5, line 40 to 
col.6, line 44; and fig.2-all); comparing is substantially performed by the drawee (col.3, 
line 35 to col.4, line 14; col.5, line 40 to col.6, line 44; and fig.2-all); a printed document 
having: a face value in U.S. dollars, the name of a qualified charity as payor; the name 
of a drawee bank, a blank line to be filled in as payee, a notice on the back side of the 
check that the check must not be presented for payment by other than a qualified 
charitable institution, and a notice on the front side of the check that the transfer of the 
check to a qualifying charity is not a charitable contribution (col.3, line 35 to col.4, line 
14; col.5, line 40 to col.6, line 44; and fig.2-all); and a printed document having a face 
value in U.S. dollars, the name of a qualified charity as payor; the name of a drawee 
bank, a blank line to be filled in as payee, and a notice on the side of the check that the 
check must not be presented for payment by other than a qualified charitable institution 
(col.3, line 35 to col.4, line 14; col.5, line 40 to col.6, line 44; and fig.2-all). It is inherent 
that the checks may be used as incentive awards, as part of an educational instruction 
on the importance of charitable giving, as point of sale items, or distributed using the 
Internet, since many methods may be utilized to manage, promote, and teach multiple 
levels of charitable giving. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2 are rejected under 35 U.S.C. 103(a) as being unpatentable over Katz 
in view of Alcordo (5,566,981). 

Katz discloses a fund raising method and corresponding system utilizing special 
issue checks comprising printing a philanthropy negotiable check having (a) a face 
value in U.S. dollars, (b) the name of a charitable institution as payor, (c) the name of 
said payor's bank as drawee, (d) a blank line to be filled in as payee, distributing said 
philanthropy check to contributors to said charitable institution, distributing said 
philanthropy checks by said contributors to any third party recipient through one or more 
levels of gift giving, entering by said third party recipient the name of any qualified 
charitable institutions as payee of said philanthropy check, delivering said philanthropy 
check to said payee charitable institution, depositing said philanthropy checks in a bank 
by said payee qualified charitable institution, confirming that said payee is a qualified 
charitable institution, and transferring funds from said payor institution bank to said 
recipient qualified charitable institution after the payee has been confirmed to be a 
qualified charitable institution (col.3, line 35 to col.4, line 14; col. 5, line 40 to col.6, line 
44; and fig.2-all); and a philanthropy check on which is printed (a) the name of a 
charitable institution as payor and (b) the name of said institution's bank as drawee, (c) 
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a blank line to be filled in with the name of the payee, first means for comparing the 
name of the payee with an abbreviated list of qualified charities, and second means for 
comparing the name of the payee with complete list of qualified charities if said first 
means fails to locate the name of the payee on said abbreviated list of qualified charities 
(col. 3, line 35 to col.4, line 14; col. 5, line 40 to col.6, line 44; and fig.2-all). Katz does 
not disclose a notice on the reverse side that the check must not be presented for 
payment by any entity that is not a qualified charitable institution. Alcordo teaches a 
check that may be used for charities comprising a notice on the reverse side that the 
check must not be presented for payment by any entity that is not a qualified charitable 
institution (fig.4-all and col.2, line 65 to col. 3, line 5 — notes on back of check and other 
identifying information). It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to incorporate a notice on the reverse side that 
the check must not be presented for payment by any entity that is not a qualified 
charitable institution, as taught by Alcordo into the invention disclosed by Katz, to 
ensure that the checks are not used by would-be thieves. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lalita M Hamilton whose telephone number is (703) 
306-5715. The examiner can normally be reached on Tuesday-Thursday (8:30-4:30). 

The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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